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Coverage for Trademark Infringement Has Expanded

By Rona!d M., St. Marie

Undexstauding insurance law is crucial to any atior-

ney litigating trademark claims. A failure to tender a

claim to an insurer can spell disaster for the client and,

afguably, a malpractice suit for the defense attorney.
Similarly, a failure to appreciate the nuances of a defen-

dhnt's coverage can stampede the plaintiff’s coansel mto_ -

4n unnecessarily discounted setflement, -
> The trademark Titigator, therefore, should know the

fundamentais of interpreting the variety of advertising-
coverages in standard commercial insurance poli

gg. An understanding of basic insurance principles can
ﬁeaned from hornbooks and case law outside of the
frademark context. Until recently, however, there

10 state cases analyzing covemge issues uﬂiqﬂe 1o irade_': :

ﬁnrk ntclaims. .

E thm the last two years, two decxsxons addressmg--_
erage for trademark claims have been published:

s Fashion Imports of USA Inc. u ITT. Harabr Ins..- =

- “read [them] and 'not as [they] might be analyzed by an
- “attorney-or an insurance expert,” It rejected Truck’s

argument that coverage for infringement of title or slo- -
gan should be read in the context of infringement of °
 copyright, thereby limiting its scope to works of author-
-ship that could be copyrighted. It pointed out that the

up, 50.Cal. App.4th 548 (1996}, and, more. v,
- Truck Ins. Exchange, 66 Ca].App 4th916 (1998)

v Lebas Fashion held that coverage for “misappropria-
n of an advertising idea of style of doing business” -

mcludes trademark infringement claims. The Lebas

t concluded that the phrase was suscephble to dif
g reasonable interpretations, One of those interpre-
ons would include trademark infringement: “When .
in light ‘of the fact that a trademark - mthngement '
_reasonabiy be considered as one example of s mig-

jon, and taking into account that a trademark’

éar objectively reasonable that ‘advertising injury’

ademark.” The Lebas Fashion court therefore found
msurance oompany had a-duty fo defend the trade

" F

?‘ Felmer took up where Lebas Fashion }eft off* 1t held

at coverage for infringement “of title or of slogan”
includes infringement of some trademarks. In this
thegard, Paimer is essential mdmg for the tra&emark lit-

Palmr involved two related real estate developers
who named their projects “Valencia Vista,” “Valencia

uld reasonably be considered to-be part of sither an -
stivertising idea or a style of doing business, it would -
style, or ‘designation; a distinctive appellation; the name

rage could now extend to the infringement of a - by which anything is known,” The court also noted the -

Terrace” and “Valencia V‘ﬂ]age Plaintiff Newhall Land
and Farmiing Co. sued, claiming infringement of its mark
“Valencia.” The developers were ultimately found liable
on ajudgment exceeding $2 million, .

After judgment, the claims were tendered to mu]hp!e

insurance companies, including Truck Insurance
'~ ‘Exchange. While Truck agreed to defend the case on
‘appeal, it refused to contribute to a settlement reached
" with the plaintiff. The insureds thereafter sued Truck

and the other recalcitrant insurers. The trial court grant.
“ed the insurers’
insureds appealed

Among the issies addressed by the court was the
meaning of the policy language covering “infringement of
“copyright or of title or of slogan.” Truck argued that this

~ language only ‘covered infringement of works of author-
: sh:p, stich as literary or artistic works, not trademarks,

* The court’ apphed ‘the standard prmc:pies of poﬂcy

‘coverage provision was described disjunctively. There
was no reason to find that the term oopynght" eonﬁned

 the meaning of “itle” or “slogan.” " .
“The Palmer court also was not. persuaded by Truck's :

_reliance on dictionaries defining “title” as meaning the’

names of literary or artistic works. It looked instead to
‘Black’s Law Dictionary’s definition of “title” “A mark,

common meaning of slogan as including trademarks.

- The court therefore concluded that infringement of title

“or of slogan included infringement of trademark.

As a fallback ‘position; Truck argued that the trade-
mark claims fell within the policy’s trademark exclusion
eliminating coverage for “infringement of registered
trade mark, service mark or trade name ... but this shall
not relate to titles or slogans.” The court noted that the
-exclusion supported its-construction of “title or slogan”

-a8.being broader than literary or artistic titles,

demurrers w:thout leave to amend The

construction set out in Lebas Faskm taking care toread
the words “title” and “slogan” as “as a layman would -

The Palmer. court then focused on meianguageofﬂie'_:

exclusion excepting titles or slogans, Finding that titles

or slogans could mean trademarks, it concluded that the
exclusion did not apply.to the types of tradémarks at |
issue in the case, The Jogic of this finding was’ setforﬁ:;-
in the decision in A Touch of Class Imports Lid. uAm.
- Casually and Surety.Co., 901 F. Supp. 175 (5. D NY

1995),dzscussed extenssvelybyﬂxeeourt '_ _'

ATouc}r of Class examined much the same po}icy ’

exclusion as in the Truck ‘policy. The: court distin-

guished between word marks and symbol marks ‘(such

as destgns, scents, colors and sounds). Finding that the

“meaning of title or slogan was limited to words only, the
exclusion was construed to cover only infringement of -
symbol trademarks; infringement of word trademarks’
was excepted: from the: exelus:on and therefore :

-remained covered under the policy. . : '

" Palmer also found that even i the exclusion were
-_ambxguous. the ambrgwty would: be resolved in favor of

the court's policy. mterpretat:on, was that trademark .
infringement claims would be covered. It concluded that -

the trial court therefore erred in holding that, as a mat-

“‘ter of law, there _was no coverage for ﬂle mfmgement of

“Valencia” .
With Lebas Fushion and Pafme:; many issues mvolvmg

coverage for trademark claims have been clarified. Lebas

Fashion carefully. outlined the rules governing: ‘interpre.
tation of insurance policies and found:coverage for trade-

.inark infringement ‘under the “misappropriation” lan-

guage. Palmer applied those same rules to find coverage

-for: trademark mfrmgement under the infringement of
‘title or slogan, and it did so in the face of an express |

trademark exclusion. -

‘These cases give the trademark hhgat;or two power ful
weapons with which to lay claim to insurance coverage

and to protect the client’s interests.

Ronald M. St. Marle heads the litigation team at
the Chan Law Group, a firm specializing in intellectual
property litigation, Including trademark and related
insurance coverage disputes,

i




